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rfmARKS/A R^UMENTS 
Reconsideration is requested, as is a one-month extension o, time for a Smaii 

Entity. 

Cairns 1, 2. and 5-7 have baen rejected under 5103(a) as unpatantabia over 
Reference V in view of Reference X and Reeves (US Patent 4.447.866). 

As has been noted by commentators such as Bruce A. Lehman, former 
Commissioner of Patents, this type of internet Information is inherentiy unreliable: 

•Thus while certain information could be posted on a forum, with rel.abie 
documental of the date of that disdosure and its contents, it would not be certain that 
^ disclosure itself is technical accurate and usabie as prior art. Informally created 
documents, such as postings on a fon.m, are not typical* subjected to any form of peer 
review or content screening. The .acK of quality con.ro. couid therefore compete 
evaiuation of information contained in these electronic documents which, in tum. could 
affec, patentable part.cu.ariy in the context of litigation, ^ J M^^^ 
m 16 4-165 (1995), attached herewith. Also, there is no assurance that chat room 
postings are acceasibie to the reievant public, t lnrthcn Tele^m v. Datapo ifl 908 F. 2d 
931,937 (Fed. Cir. 1990). 

Applicant however respectfully notes the following: 

Reference V constitutes nothing more than a press re.ease of Triode Electronics 
which (at ,1. Una 4) makes reference to "outboard amp.«ication; no. ampiificatton 
interna, to a computer or any circuit board, motherboard, sound board or the .ike. More 
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partly, the author of referee V. a so-called ('Jeff S"). simp.y ma.ee the statement 
that -« might be nice to taKe me audio from the line outputs and use outboard 
amplication and speakers. Any suctions on me ampsV" .n other words, me author 
of reference V, In the context of a news group, simpiy comments that it might be 
beneficial to take the audio output of a MAC computer and use « as an input to a 
conventional, external ampiiflcaUon system. Further. "Jeff S' does no, even Know what 
me appropriate power .eve. wou,d be if such an "outboard ampOficadon" couid be 
accomplished. In other words, me suggestion of reference V is solely that of a 
connection (if possible) of an externa, amplifier and speakers to the output of a sound 
card of a MAC computer. 

Reference V also includes a comment to the effect that 

•Some folks In Hong Kong are actually making now tube amps made to be used 
with computer sound carts, but how good they are and how much do they cost. . dent 
Know " Said remark of Jeff S does not indicate whether the tube amplifiers purported* 
being made by someone in Hong Kong are Interna, or whether the sound card or mother 
boa* associated tubes are simpty externa, outboard tube amplifiers which have been 
adapted for use with the output of computer soundcards. Given the content o, al, that 
proceeds in the language of Reference V, there if no reason to think that Jeff S is 
referring to anything other man outboard amplification. Jeff S a,so states that he does 
not know how functional the Hong Kong system, whatever It may be, Is. In addition, no 
langU age within reference V exists which could be considered enabling to actually yieid 
, he Applicant's system. For examp.e. there is no teaching whatsoever of a DC-to-DC 
voltage converter for supplying high voltage to a vacuum tube. As Is dear from the 
specification of the Applicant, absent this teaching, me Information contained with.n 
Reference V cannot be deemed enabling to one of ordinary skill in the art. 
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Referent X is simply a one-iine quote from a chat room which read* as follows: 
"Any truth to the rumor that Audio Re-arch is considering a vacuum tube sound 
card? That could be intriguing..." 

As such. Reference X, by its own language, indicates that the information is a 
■rumor and does not indicate whether Audio Research or anyone e,se has successfully 
created and tested a vacuum tube sound card. And as in the case with Reference V, ,t 
contains no enabiement wfth respect to how such a result might be accompiished. 
including no referent whatever to a DC-to-DC voltage converter to supply voltage at a 
,evel necessary enable the tube to function. As such, References V and X, however 
combined, are not enabling to teach me Applicant's invention, nor do they indicate thet 
the Applicant's invention, or any oenera. equivalent thereof, has actually ever been 
Effected in the art. Applicant has researched the business of Audio Research online 
and found that it has never produced or sold a vacuum tube card. Thus, the answer to 
the question of Reference X Is "no." 

With respect to the reference to Reeves, said reference teaches the state-of-the- 
art as existed in 1984. of DC-to-DC converters and. as such, no referral is made to a 
converter to provide a high voltage, i.e., one in a range of 50 to 10Q0 volts DC, to a 
vacuum tube, and certainly Reeves makes no reference to the provision of such voltage 
for the use on a tube card, sound card, or a sound card embedded within a motherboard 
of a personal computer. As such. Reeves contain no teaching of combinabillty of a DC 
to-DC converter with the other elements of Applicant's system, as claimed. The 
rejection of record of Claims 1. 2. and 5-7 under 35 U.S.C. 103(a) therefore cannot 
stand. 
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Claims 2 and 7 have been rejected in light of the Examine* Official Notice that, 
, is was we., known in the art of vacuum tube circuit design at the time that the present 
invention was made to utilize avaiiable voltage sources for powering the cathode heaters 
of vacuum tubes, selecting ma tube type according to the voitage ieveis that are 
available." However, the Examiner, in taking such Official Notice, does not consider the 
ideations of diverting existing power sources within a computer to provide an input to 
a high voltage device such as a vacuum tube, i.e., the need for a DC/DC converter to 
provide voltage input to the tube which Is appropriately iso.ated from other functions and 
power requirements of the computer. Claims 2 and 7 also depend from allowable higher 
order claims. 

Claim 6 is ailowable by reason of its dependence from Cairn 5 which is a.lowab,e 
for the reasons set forth above. 

Claims 3, 4, and 8-10 have been rejected under 35 U.S.C. 103(a) as 
unpatentable over reference Win view of Reference X and Reeves. The teaching of 
Reaves however does not indude any teaching or combinability with respect to a DOto- 
DC with any element, or interface of elements, encompassed within Applicant's system. 
Also, as above noted. Reference X contains no teaching regarding a vacuum tube card 
or motherboard. 

Reference W does not teach use of a soundcard but. rather that of using a pm- 
amplification box. known as a Pod. as an input to a guitar soundcard. In other words, 
reference W simply teaches the use of an external/outboard pre-amplifier for a 
soundcard. As reference W notes there are a ton of them out there." Reference W. as 
with reference V. addresses the use of an external device to augment the function of the 
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soundcard. As such, neither of sak. references teaches, her otherwise suggests, the 
integration of tubes, contained within an outboard ampler, into a sound card itself. 

,n addition, App.icanf s invention occurred prior to the effective date of Reference 
W. as can be confirmed, if necessary, by a declaration under 37 C.F.R. 1.131. 

Further. Reference W. and ali of the Internet references, can only be deemed 
effective as of the present. The poiicy of the Patent and Trademark Office ("PTO") is 
that the effective publication date of a magazine is the date it reaches an addressee, not 
the dete it was placed in the maii. MP5P § 706.OW (8« ed. Rev. 1 Feb. 2003). 
Si.ni.any. when pecple receive information on their computers in the form of an e-ma„. 
an instant message, a chat room message, of by simpiy caiiing up a web page, ,t is 
ana.ogous to receiving a magazine In the mail, i.e., the effective publication date is the 
date the computer user accesses the information, not the date it was posted to the 
screen. Therefore, in regard to a hacker or a web site owner who attempts to falsrfy a 
publication date of a genera, posting, the hacker or owner has less control over the 
verification date since it is the v,s«ors or recipients who *. effect to the pubNcation 
date. " 51 Fla. L. Rev. 229 (1999). 

With regard to the rejection of Claims 4 and 10, per fl10 of the Official Action, the 
Examined Office. Notice of the state-of-the-art of vacuum tube circuit design is not 
ap P .icab.e to the nove.ty of Cairns 4 and 1 0 for the reasons set forth above, with respect 
,o the rejection of Claims 2 and 7 (flS of the Official Action) discussed above. 

With respect to Cairn 9. this Cairn is allowable by reason of its dependence from 
allowable independent Claim 8. 
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Applicant has made corrections to the drawings and the specification responsive 
to Us 1 and 2 of the Official Action. 

In view of the above, all objections and rejections of record are believed to have 
been satisfactorily responded to and. as such, the early allowance of this application is 
indicated. 

Respectfully submitted, 
LOUIS I. MEM RAN 



Melvin K. Silverma 
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patent as a whole is unenforceable. 476 Every claim in a 
patent, however, is presumed valid.* 77 Thus, in district 
court, the party challenging patent validity must 
demonstrate through clear and convincing evidence that the 
patent foils to satisfy one or more of the statutory criteria of 
patentability (e.g., novelty, utility, nonobviousness), or that 
the application is defective because it has an inadequate 
disclosure. 478 

l. Patentability Determinations 

The Nil will have a tremendous impact on the flow of 
information. As new sources of information are made 
available and old sources are made more accessible, the 
accumulated body of knowledge available for use in 
patentability determinations will expand. This means that 
more information will be available to influence decisions on 
the patentability of an invention, whether in the context of 


considered by a court. The party may also show that the claims axe defective in 
view of Section 1 12 because they are broader than what is actually supported by 
the disclosure. 

m A party can also preclude the enforcement of s parent without specifically 
addressing the validity of the patent. This can occur, for example* if the patent 
owner engaged in "inequitable conduct" before the PTO (eg., the inventor 
withheld material prior art from the patent office or made other 
misrepresentations intended to mislead the PTO), or misused its patent rights 
in an antitrust context). In both instances, the patent will be unenforceable 
against any and all infringers, even if die patent satisfies all patentability 
requirements. 

477 See 35 U.S.C. § 282 (1988): 

A parent shall be presumed valid. Each claim of a patent (whether 
independent, dependent, or multiple dependent form) shall be 
presumed valid independently of the validity of other claims; 
dependent or multiple dependent claims shall be presumed valid 
even chough dependent upon an invalid claim. The burden of 
establishing invalidity of a patent or any claim thereof shall rest on 
the party asserting such invalidity. 

A party can also challenge die validity of a patent in a reexamination 
proceeding before the Patent and Trademark Office. In such a proceeding, 
however, the basis for challenge is limited to novelty and obviousness in view of 
only certain types of prior art, namely, printed publications and patents. 
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the patent examination process or during chaUenges to 
patent validity through Legation in the Federal courts. 
Thus, the most significant impact that the NH will have on 
me patent systerS will be in relation to issues that are 
affected by the degree of availability of prior art. 

Over the past twenty years, access to sources of 
information - particularly patents and printed publications 
- haTbeen vasuy improve? through the development and 
use of on-line database services. These services document 
the existence and content of patents and printed 
publications and in some instances, P^ c .^fJ° m T e r 
complete text and electronic images of such documents it 
fa T important to recognize, however, that the information 
4a™ an be retrieved trough these services invariably e*sts 
as an original, paper document disseminated through 
mdSon5^ubiica P tion channels (,£., technical journal, or 
publications, domestic and foreign patent documents). 

The Nil will dramatically change the way information 
is oreparcd and disseminated. It will improve the number, 
fflST^ce-lbiliiy and quality of traditional ^on-line 
service? It wilt also foster creanon of new 
"electronic publications; that are different in character from 
traditional paper-based publications. Examples of such 
ekctronic publications include electronic versions of 
traditional paper-based publications that supplement or 
presentation of the content of the paper-based 
pubEnf informally prepared documents such as a 
nostinc of technical or other information on a particular 
f^Srivn J forum; and formaUy designed and Scveloped 


» d« bads wai 
SESS^ tca^ o"^ ^ -pen.ave all sources of inf^aon that 
Sr^Snk^tcd into potability d^rmm-non,- 
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electronic publications that are not printed on paper, but 
are disseminated exclusively through an electronic forum. 

Electronic publications such as these will supplement 
the wealth of publicly accessible information that is used m 
patentability determinations. However, these new types of 
electronically disseminated documents are different in 
from traditionally printed and indexed patents > and 
publications, and as such, could raise q uMno ^^ f ^ d ^ 
prior art in a patentability determination, either tefore the 
PTO or during litigation. For example, the information 
contained in eW^ly-disseminated /°™*mav 
not be printed originally on paper and as such, there may 
be no tangible evidence regarding the date the informanon 
was first publicly disclosed or as to the ^ ntents ° f f J^ 
document as disclosed on that date. There are no uniform 
guidelines or industry standards presently that govern the 
memorialization of either the contents or ^ date of first 
public disclosure of such documents. A second prob em is 
Lt the degree of distribution of or public ^cessibibtyto 
electronic documents is not presendy measured and may 
prove unmeasurable. Limited availability of a document can 
lender that document unusable as a source of J^rm^on as 
prior art.* 0 Both issues, however, are key factors in 
Setermining whether a document is in the prior art. 

A second category of concerns relates to the te^nical 
accuracy of electronically disseminated documents. 1 o be 
usablelid reliable prior art document, the «^»* *J 
document must be technically accurate ^ 
The types of documents that are disseminated electronically 
wdayThowever, vary tremendously as to their conte nt and 
accuracy Thus, while certain information could be posted 
on a forurc , wiih a reliable documentation of the date of 
riit d sdoTure and its contents, it would not be certain that 


490 See In rt H*lk 781 R2d 897, 899 (Fed. Or. 1986) (P ub " c |^°i 0 rt ^ d t 
doctor^ 4&rL*£ in publidy .alible libnuy properly coWercd pnor *« 
document). 
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the disclosure itself is technically accurate and usable as 
prLr art. Informally created documents, such ^as posting 
on a forum, are not typically subjected to any form or peer 
review Content serening. The lack of 
could therefore compUcate evaluation of information 
c^nLncd in these electronic documents, which, m turn 
could affect patentability, particularly m the context of 
litigation. 

2. infringement Determinations 

As noted in other sections of this ™™ 
questions exist regarding whether or how copyright owners 
wUl be able to effectively enforce their rights m ^ 
on the NIL The issues related to the enforcement of 
copyright on the Nil do not have an analogue with regard 
2 protection. This is because .each Pftent pro^s a 
predse definition of the nature of aenvmes that wJl infange 
the patent owner's rights. And while some have raised 
concerns over the abUity of patent owners tt> prove 
infrSgemem where the inlnging activities 
by or conducted on the NH, these concerns do not appear 
to be well founded. 

Consider a patent claim covering a new date 
compression process used for communicating infarmanon 
over the r^. To infringe the patent owner's rights . one 
Wdhave to perform each of the acts speafically outlined 
rrepr?cL P claim. To prove iiuringernent, the patent 
ZJZr could relv on any evidence that the accused party 
uS mr P roceZ ¥hTcould be done by showing that*e 
accused mfringer developed and distributed a software 
pr™ that, when used by a third party, would infnnge 
the nrocess claim (r.fc, the software would require the third 
SSw^Sfini iteps oudined in the process claim and 
Su7iead to "nfringement of that claim) Alternatively, die 
natent owner could show that data was distributed over the 
ffi decompressed format, and then establish *e source 
ofthe data. Considered fully, it does not appear to be an 
^surmountable problem for the patent owner to idenufy 
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